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DETAILED ACTION 

1. Applicant's election of Group I (claims 1-25), in the reply filed on November 03, 2006 is 
acknowledged. The response neither provides any indication whether the election is with 
traverse or without traverse nor provided arguments for traversal. Because applicant did not 
distinctly and specifically point out the supposed errors in the restriction requirement, the 
election has been treated as an election without traverse (MPEP § 818.03(a)). 

Status 

2. Claims 1-25 are considered for examination. Claims 26-31 are withdrawn from further 
consideration pursuant to 37 CFR 1 . 142(b) as being drawn to a nonelected Group. 

Information Disclosure Statement 

3. The Information Disclosure Statement filed on January 31, 2006 has been entered and 
considered in part. 

Priority 

4. This application filed on March 25, 2004 claims benefit of US provisional 60/457,895 filed 
on March 25, 2003. 

Objection to the Specification 

5. The Specification is objected because of the following informalities: 

(i) This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) and (a)(2). However, 
this application fails to comply the requirements of 37 CFR 1.821 through 1.825. 

The instant application recites sequences that are not identified by SEQ ID No. (see at least 
page 34-35, page -49) recite a nucleic acid sequence / amino acid sequence with more than 10 
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nucleotides or 4 amino acids, which is not identified by SEQ ID NO.). Further it is noted that the 
disclosure contains no sequence listing either in the form of a paper copy or in a computer 
readable form. Appropriate correction is required. 

Informalities 

6. The following informalities are noted while examining the application: 

(i) The instant specification contains a list of references on page 57-60 and on page 70-78. It 
is suggested that all the references put together be placed at the end of the disclosure. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in 
a printed publication in this or a foreign country, before the invention thereof by the 
applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

A. Claims 13-14, 17-25 are rejected under 35 U.S.C. 102(a) as being anticipated by Yang 
et al. (Clinical Cancer Res., Vol. 8, pp. 2890-2893, 2002). 

Yang et al. teach a method of claim 13-14, 17, 20, 23, for detecting cancer comprising 
(a) providing a sample from a subject (see page 2890, col. 2, paragraph 1 under Materials and 
Methods section); 
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(b) detecting one or more DNA markers in the sample, wherein a combination of LOH and 
hypermethylation are indicative of cancer (see page 2891, col 1, paragraph 1-2 under Materials 
and Methods section, page 2890, col. 1, abstract, page 2892, col. 1, paragraph 1, table-3). 

With regard to claim 14, 19, 22, 25, Yang et al. teach that said sample is a tissue sample (see 
page 2890, col. 2, paragraph 1 under Materials and Methods section). 

With regard to claim 18, 21, 24, Yang et al. teach that said cancer comprises breast cancer 
(see page 2890, col. 2, paragraph 1 under Materials and Methods section). 

With regard to the claims 20, 23, Yang et al. teach that the detection of DNA markers in 
various stages of cancer and poor prognosis is indicative of cancer (see page 2892, col. 2, 
paragraph 1-2 indicating progression of cancer and poor prognosis of cancer associated with said 
DNA markers). Accordingly Yang et al. anticipates the instant claims. 

B. Claims 13-15, 17,19, 20, 22-23, 25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kondo et al. (Hepatology, Vol. 32, pp. 970-979, 2000). 

Kondo et al. teach a method of claim 13, 17, 20, 23, for detecting cancer comprising 

(a) providing a sample from a subject (see page 971, col. 1, paragraph 1 under Materials and 
Methods section); 

(b) detecting one or more DNA markers in the sample, wherein a combination of LOH and 
hypermethylation are indicative of cancer (see page 971, col. 1, paragraph 4 under Materials and 
Methods section, page 972, col. 2, paragraphs 1-3, page 970, col. 1, paragraph 1 (abstract), page 
973, Fig. 2). 

With regard to claim 14, 19, 22, 25, Kondo et al. teach that said sample is a tissue sample 
(see page 971, col. 1, paragraph 1 under Materials and Methods section). 
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With regard to claim 15, Kondo et al. teach that said LOH marker includes D10S197 (see 
page 972, table 2). 

With regard to the claims 20, 23, Kondo et al. teach that the detection of DNA markers 
in various stages of cancer and poor prognosis is indicative of cancer (see page 973, table 3 
(different stages of cancer and poor prognosis of cancer). Accordingly Kondo et al. anticipates 
the instant claims. 

C. Claims 1, 7-12 are rejected under 35 U.S. C. 102(b) as being anticipated by Hoon et al. 
(WO 96/29430). 

Hoon et al. teach a method of claim 1,7, 1 1, of detecting DNA markers (nucleic acid 
markers) in a sample comprising (i) providing a cell- free bone marrow sample (bone-marrow 
aspirate) (see at least page 5, line 28-31, page 96, line 10-23); (ii) detecting one or more DNA 
markers in the sample (see page 94, line 3-7, page 4, line 23-30). 

With regard to claim 7-8, Hoon et al. teach that the method comprises detecting breast and 
melanoma cancer in a sample (see at least page 94, line 3-7). 

With regard to claims 9-12, Hoon et al. teach that the method comprises detecting staging 
and prognosis of breast and melanoma cancer (see at least page 42, line 1-38, page 43, line 8-31, 
page 44, line 1-30, page 45, line 1-33). Accordingly Hoon et al. anticipates the instant claims. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
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would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

A. Claims 2-3, 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hoon et 

al (WO 96/29430) in view of Anker et al. (Cancer and Metastasis reviews, Vol 18, page 65-73, 

1999). 

Hoon et al. teach a method for detecting DNA markers in a cancer patient f s sample as 
discussed above in 7C, However, Hoon et al. did not specifically teach that the DNA makers as 
LOH, DNA hypermethylation or DNA mutation. 

Anker et al. teach the detection of circulating DNA markers in plasma of cancer patients 
wherein Anker et al. teach that the DNA markers include LOH microsatellite markers located on 
chromosome 3p, hypermethylation markers such as gene pi 6, MGMT and mutation in KRAS 
gene as indicators of cancer detection and progression (see page 65, abstract, page 67, col. 2, 
paragraphs 1-2, page col. 1, paragraphs 1-2, col. 2, paragraph 1-2, page 69, col 1, paragraph 1-2). 

It would have been prima facie obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the method for detecting DNA markers in cancer samples as 
taught by Hoon et al. with the DNA markers, including LOH, hypermethylation and mutation as 
taught by Anker et al. for the purpose of developing a sensitive method for detecting a cancer 
because Anker explicitly taught the use of said markers in cancer patients and the association of 
said markers in the progression of cancer (see page 65, abstract, page 69, col. 2, paragraph 1, 
page 71, col. 1, paragraphs 1-2 under conclusion section). An ordinary person skilled in the art 
would have a reasonable expectation of success that the combination of the method of Hoon et 
al. and the DNA markers of Anker et al. would result in a sensitive method for detecting cancer 
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as Anker et al. explicitly taught that the DNA markers play a major role in diagnostic and 
screening test for cancer and indicators of cancer detection and progression (see page 71, col. 1, 
paragraphs 1-2 under conclusion section) and such modification of the method is considered as 
obvious over the cited prior art. 

B. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hoon et al (WO 
96/29430) in view of Fujiwara et al. (Cancer Res., Vol. 59, pp. 1567-1571, 1999). 

Hoon et al. teach a method for detecting DNA markers in a cancer patient's sample as 
discussed above in 7C, However, Hoon et al. did not specifically teach that the DNA makers as 
as claimed in the instant claim 4. 

Fujiwara et al. teach a method for detecting DNA markers in cell-free plasma samples in 
melanoma patients, wherein Fujiwara et al. disclose that said method comprises analysis of 
various microsatellite markers which includes D1S228 at chromosome Ip (see page 1568, col. 1, 
paragraph 3, col. 2, table 1). 

It would have been prima facie obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the method for detecting DNA markers in cancer samples as 
taught by Hoon et al. with the DNA markers as taught by Fujiwara et al. for the purpose of 
developing a sensitive method for detecting a cancer because Fujiwara et al. explicitly taught the 
use of microsatellite markers on different chromosomes in detecting cancer and the association 
of said markers in the progression of cancer (see page 1567, col. 1, abstract). An ordinary person 
skilled in the art would have a reasonable expectation of success that the combination of the 
method of Hoon et al. and the DNA markers of Fujiwara et al. would result in a sensitive method 
for detecting cancer as Fujiwara et al. explicitly taught that the DNA markers play a major role in 



Application/Control Number: 10/809,965 Page 8 

Art Unit: 1637 

detecting cancer (see page 1567, col. 1, abstract) and such modification of the method is 
considered as obvious over the cited prior art. 

C Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kondo et al. 
(Hepatology, Vol. 32, pp. 970-979, 2000) in view of Anker et al. (Cancer and Metastasis 
reviews, Vol.18, page 65-73, 1999). 

Kondo et al. teach a method for detecting DNA markers in a cancer patient's sample as 
discussed above in 7B, However, Kondo et al. did not specifically teach that the DNA 
hypermethylation makers as claimed in the instant claim 16. 

Anker et al. teach the detection of circulating DNA markers in plasma of cancer patients 
wherein Anker et al. teach that the DNA markers include LOH microsatellite. markers located on 
chromosome 3p, hypermethylation markers such as gene pi 6, MGMT and mutation in KRAS 
gene as indicators of cancer detection and progression (see page 65, abstract, page 67, col. 2, 
paragraphs 1-2, page col. 1, paragraphs 1-2, col. 2, paragraph 1-2, page 69, col. 1, paragraph 1-2). 

It would have been prima facie obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the method for detecting DNA markers in cancer samples as 
taught by Kondo et al. with the DNA hypermethylation markers as taught by Anker et al. for the 
purpose of developing a sensitive method for detecting a cancer because Anker explicitly taught 
the use of said markers in cancer patients and the association of said markers in the progression 
of cancer (see page 65, abstract, page 69, col. 2, paragraph 1, page 71, col. 1, paragraphs 1-2 
under conclusion section). An ordinary person skilled in the art would have a reasonable 
expectation of success that the combination of the method of Kondo et al. and the DNA markers 
of Anker et al. would result in a sensitive method for detecting cancer as Anker et al. explicitly 



Application/Control Number: 10/809,965 
Art Unit: 1637 



Page 9 



taught that the DNA markers play a major role in diagnostic and screening test for cancer and 
indicators of cancer detection and progression (see page 71, col. 1, paragraphs 1-2 under 
conclusion section) and such modification of the method is considered as obvious over the cited 



No claims are allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suryaprabha Chunduru whose telephone number is 571-272- 
0783. The examiner can normally be reached on 8.30A.M. - 4.30P.M , Mon - Friday,. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Suryaprabha Chunduru |\ A 
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